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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1 and 32-36 are rejected under 35 U.S.C. 101 because the disclosed 
invention is inoperative and therefore lacks utility. In the last paragraph of claims 1, 32, 
35, 36 and 37, the applicant states the compilation takes place so that subset of 
messages having a form of human-readable document is created. The examiner would 
like to note that the messages obtained for instance from the email database are 
already in the human readable form, once the program opens the multiple messages, 
the viewer has the subset of the messages. This in fact makes the last step (last 
paragraph of above listed claims) redundant and therefore the utility of this invention 
does not exist. Compilation was not defined in the specification and therefore word 
compilation according to the general interpretation means "putting elements together", 
wherein opening multiple windows with the messages at the same time can also be 
considered to read on this limitation. 

With respect to claims 32-34, the applicant claims a computer program 
executable; this in fact would not be possible unless this particular computer program 
would be installed on the device that could make operable. 
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With respect to claim 35, the applicant claims a computer program stored on a 
data carrier which is un-statutory because data carrier is considered to be a wave, and 
this does not make the program executable. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1. 3. 4, 6, 10, 12, 22, 32, 35 and 36 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Chappelle (US Patent 5949976). 

As to claims 1, 32, 35 and 36, Chappelle discloses an apparatus for processing 
digital messages, comprising: input means arranged to receive input specifying an 
interrogation criterion (column 7, lines 35-37; inherently in order to search for 
predetermined information, the searching criteria or keyword has to specified); 
interrogation means arranged to interrogate a database of digital messages sent to a 
user, to produce a subset of messages in accordance with the interrogation criterion 
(column 7, lines 35-41, in line 38, Chappelle mentions plurality of electronic messages) ; 
and compilation means arranged to produce a compilation of the subset of messages of 
having the form of a human-readable document (column 7, lines 50-52). 
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Note: With respect to claim 36, the central collection system is considered to be a 
server because it satisfies the definition: A high-power computer that is used to store 
and distribute data and/or applications. 

As to claim 3, Chappelle discloses an apparatus wherein content of the 
messages is of a type selected from a group comprising: e-mail messages; data files 
attached to e-mail messages; images; multimedia clips (column 7, lines 37-38; the 
modification is made to emails, therefore the emails have to be result of the search). 

As to claim 4, Chappelle discloses an apparatus wherein the database is a 
messaging server (column 7, lines 25-28; wherein web server is considered to be a 
messaging server, i.e. it stores the collection of messages which can be accessed from 
the remote computers as shown in figure 2). 

As to claim 6, Chappelle discloses an apparatus wherein the interrogation means 
are configured to employ artificial intelligence algorithms when producing a subset of 
messages (wherein the algorithm for performing text file scanning is considered to 
employ artificial intelligence because it is a machine with embedded software that 
determines if the text matches the search criteria). 

As to claim 10, Chappelle discloses the apparatus further operable to save the 
compilation in a data file (column 7, lines 60-63). 

As to claim 12, Chappelle discloses the apparatus further operable to store the 
compilation in the database (column 7, lines 60-63). 

As to claim 22, Chappelle discloses the apparatus wherein the digital messages 
are instant messages, and wherein the apparatus further comprises a database on 
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which the instant messages are stored when sent and/or received (column 3, lines 16- 
22, wherein e-mail is considered to be an instance of Instant Messenger, i.e. user's 
engaged in the conversation can send electronic messages back and forth, furthermore 
all of the e-mail supporting software allows to save emails at least until the mailbox 
reaches its maximum capacity. Chappelle's teaches the software, which uses email 
messages, therefore he also inherently teaches the software which is at least capable of 
receiving the messages). 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2, 37 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chappelle (US Patent 5949976) in the view of Kawell, JR. et al (US Publication 
2005/0165726). 

As to claims 2 and 37, Chappelle teaches all the limitation disclosed in the claim 
1, he does not however, specifically point out that the graphical representation is a 
scrapbook. Kawell teaches organizing collections of digital information into scrapbook 
(paragraph 29), journal or photo-album. It would have been obvious to one of the 
ordinary skill in the art during the time the invention was made to incorporate Kawell's 
idea into the Chappelle's invention and have a graphical representation of a scrapbook 
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because it is well known in the art that the graphical representation of the file can be 
easily modified. It is a design choice, often dictated by the purpose of use or design 
criteria. Furthermore the scrapbook is nothing else than the graphical representation of 
a file. 

As to claim 42, Chappelle discloses an apparatus wherein the interrogation 
means are configured to employ artificial intelligence algorithms when producing a 
subset of messages (wherein the algorithm for performing text file scanning is 
considered to employ artificial intelligence because it is a machine with embedded 
software that determines if the text matches the search criteria). 
7. Claims 5, 11, 15, 25, 27 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chappelle (US Patent 5949976) in the view of Microsoft Office 
Outlook. 

As to claims 5 and 25, Chappelle teaches all the limitations as disclosed in claim 
3, he does not however explicitly teaches that the input means are operable to receive 
the interrogation criterion from the user's e-mail (instant messaging) client application. 
Microsoft Office Outlook software shows that the criteria search from the user's client 
application has been in use for long period of time starting from Outlook 97 (Search 
criteria prompt as shown in figure 1 below). It would have been obvious to one of the 
ordinary skill in the art during the time the invention was made to use e-mail application 
to place the search criteria for searching relevant e-mail messages because the maim 
application that deals with the email retrieving is an e-mail application for instance 
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Microsoft Outlook and therefore it would have been obvious to have all those options in 
one program (as it is already done). 
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Figure 1 

As to claim 11, Chappalle teaches all the limitations disclosed in claim 10, except 
for storing the compilation within the user's e-mail client application. Microsoft Outlook 
has a feature that allows the user to save search (wherein the result is considered to be 
a compilation of messages) in the e-mail application (as shown in figure 2 below). It 
would have been obvious to one of the ordinary skill in the art during the time the 
invention was made to store the result of the search, i.e. compilation inside the e-mail 
application because it would be a very convenient and fast solution for saving all the 
relevant messages, since a user would not need to save the file outside the e-mail 



Application/Control Number: 10/697,274 
Art Unit: 2821 



Page 8 



application and increase possibility of corrupting a file by undertaking incorrect steps in 
saving it. 
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Figure 2 



As to claim 15, Microsoft Outlook has a feature where the input means are 
operable to receive the interrogation criterion from a mobile station (outlook can be 
opened on laptop where a user can enter a keyword). 

As to claim 27, Chappelle teaches all the limitations disclosed in claim 1 , 
however he does not teach the compilation means being operable to arrange a 
sequence of the digital messages in the compilation according to a sequencing criterion 
specified by the user selected from a group comprising: chronological order; quantity of 
content; identity of sender; subject matter. The Microsoft Outlook has a feature that 
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allows searching the email database and compiles the data into a chronological order 
(as shown in figure 3 below). It would have been obvious to one of the ordinary skill in 
the art during the time the invention was made to have the result compiled in the 
chronological order as shown in Outlook, because organizing messages and pacing 
them in the order for instance chronological makes it easier for the user to find out the 
order in which dialog was carried on. 
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As to claim 28, Microsoft Outlook allows the compilation means being operable to 
adjust a level of detail of the digital communication presented in the compilation 
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according to a criterion specified by the user (as shown in the figure 3 above, a user can 
select additional options (criteria) according to which the search is going to be 
conducted and as a result of this search, compilation of the matched results will also be 
different). 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chappelle 
(US Patent 5949976) in the view of Rios et al (US Publication 2002/0194162). 
Chappelle teaches all the limitations disclosed in claim 6, he does not teach however 
the compilation means being operable to remove duplicated content from messages for 
inclusion in the subset. Rios teaches a method and system for expanding search criteria 
capable of removing duplicated data from the messages (paragraph 57). It would have 
been obvious to one of the ordinary skill in the art during the time the invention was 
made to incorporate Rios's teaching about removing duplicated items into Chappelle's 
conversion program because the duplication is burdensome and it requires a user to 
review each retrieved result, and this in fact requires more storage space. 

9. Claims 8, 9, 17, 26, 30 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chappelle (US Patent 5949976) in the view of Gruen et al (US 
Publication 2005/0057584). 

As to claims 8, 17 and 26, Chappelle teaches all the limitations except for the 
compilation means being operable to identify e-mail messages (instant messages) in 
the database having content relating to common subject matter for inclusion in the 
subset, Chappelle also does not teach that the artificial intelligence is used to reach this 
goal. Gruen teaches a calendar bar interface for electronic mail interaction being 



Application/Control Number: 10/697,274 Page 12 

Art Unit: 2821 

capable of updating summarized electronic mail with related to its content messages 
(paragraph 71). Furthermore, in order to perform collection of related information, Gruen 
inherently uses artificial intelligence because the software that makes the comparisons 
has to decide about the relevance of the message. It would have been obvious to one of 
the ordinary skill in the art during the time the invention was made to use Gruen's 
teaching about finding related material and incorporate it into the Chappelle's 
conversion program, because this would allow to collect a complete set of massages 
about specific topic wherein the complete context would be more helpful to a user than 
incomplete messages. 

As to claim 9, Chappelle teaches an apparatus wherein the compilation means 
are further operable to remove header information from e-mail messages then 
producing the compilation (column 7, lines 36-38). 

As to claim 30, Chappelle teaches compilation means however he does not 
teach that the compilation automatically updated when the user sends or receives 
further digital communications. Gruen teaches the electronic mail interaction wherein 
the program can automatically sort incoming mail based on defined criteria (paragraph 
91). It would have been obvious to one of the ordinary skill in the art during the time the 
invention was made to make a use of Gruen's teaching about automatic updating of the 
incoming emails because this allows the user to collect all the information regarding 
certain issue. Furthermore as Gruen shows, the emails can be sorted based on their 
urgency, this in fact would allow the user to answer to important emails relatively fast 
(with priority). 
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As to claim 31, Chappelle nor Gruen teaches that a specific digital 
communication can be added or removed from the compilation, and wherein the 
compilation means are operable to add or remove the specific digital communication to 
or from the compilation. Gruen teaches however, that the messages can be 
automatically removed from the inbox and moved to different location (so his software is 
capable of removing designated messages), similarly it would have been obvious to one 
of the ordinary skill in the art during the time the invention was made to allow adding or 
deleting messages from the compilation of emails because this would prevent the 
compilation to reach the maximum storage limitation and it would also allow the user to 
have a greater control over stored data. 

10. Claims 13. 14, 18-20, 23, 24. 29. 33 and 34 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Chappelle (US Patent 5949976). 

As to claim 13, Chappelle teaches the apparatus wherein messages are of a type 
selected from a group comprising: text messages sent to or from computer; picture 
messages sent to or from computer; multimedia clips sent to or from computer; data file 
sent to or from computer. Chappelle does not teach that the computer is a mobile 
station however it would have been obvious to one of the ordinary skill in the art during 
the time the invention was made that the computer can be also a mobile computer, in 
other words laptop, which in fact is a mobile device. 

As to claim 14, Chappelle teaches an apparatus wherein the database is a 
mobile telecommunication messaging server (Figure 5, element 506; GIF database is 
designed to be remotely accessed by at least one user, (column 12, lines 37-40). 
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Chappelle does not explicitly state that the database should be stored on the server, 
however it would have been obvious to store this database on the server because this 
would allow multiple users to login and access data when needed, and this in fact would 
create a robust system. 

As to claim 18, Chappelle teaches an apparatus incorporated in a server (Figure 
5, element 506) in communication with mobile telecommunication messaging server 
(Figure 5, element 508). 

As to claim 19, Chappelle teaches an apparatus operable to transmit the 
compilation to the user's mobile station (column 8, lines 1-4; as mentioned above it 
would have been obvious that a user could use laptop instead of regular personal 
computer). 

As to claim 20, Chappelle teaches sharing the stored compilation among users, 
who can access the database from remote computers. He does not however state 
specifically that the webserver is used to store the compilation. It would have been 
obvious to one of the ordinary skill in the art during the time the invention was made to 
use webserver to store the compilation because this a common way of storing data 
which allows multiple users to access it at any time. 

As to claim 23, Chappelle teaches the system wherein the central site receives 
electronic messages from the remote computers. He does not specifically teaches that 
the database of the messages is stored on the user's personal computer. It would have 
been obvious to one of the ordinary skill in the art during the time the invention was 
made to store at least sent email messages on the user's personal computer because 
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majority of software programs supporting e-mails (for instance Microsoft Outlook) save 
sent messages inside the sent messages box, so the user can access them in the 
future if needed. 

As to claim 24, Chappelle teaches all the limitations as disclosed in claim 22, 
however he does not explicitly state that the database of emails is stored on a server. 
Chappelle teaches though that the central collection has software, which allows editing 
of the electronic mail into specific format. It would have been obvious to one of the 
ordinary skill in the art during the time the invention was made to have the database of 
electronic messages stored on the server because it is obvious to make a central 
database a server, so the remote computers can access it. Furthermore since the 
central unit needs to use electronic messages for editing, it would also have been 
obvious to store those messages at the server, so the processing time of accessing the 
relevant text would be shorter. This in fact would shorten compilation time, and make 
system more efficient. 

As to claim 29, Chappelle does not explicitly teach that the result of the 
compilation can be printed out, however he teaches that the accessing of the graphic 
data is done on a computer (column 8, lines 31-40) and therefore it would have been 
obvious to one of the ordinary skill in the art during the time the invention was made, 
that the computer connected to the printer is capable of printing an application or a file). 

As to claims 33 and 34, Chappelle discloses the computer program comprising 
an e-mail client because the compilation program accesses emails (instant messaging 
since email is capable of being used as instant messenger) in order to edit them and 
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them to the compilation (column 7, lines 35-41). Chappelle does not explicitly state that 
the email client software is integrated with the compilation program, however since the 
email client software and the compilation software are installed on the same machine 
they can be considered integrated. 

11. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chappelle (US Patent 5949976) in the view of MSN Hotmail. Chappelle teaches all the 
limitations disclosed in claim 13, however he does not teach that the input means are 
operable to receive the interrogation criterion via the Internet. MSN Hotmail teaches 
entering interrogation criteria via Internet. It would have been obvious to one of the 
ordinary skill in the art during the time the invention was made to use the searching 
feature allowing entering a keyword via Internet as taught by MSN Hotmail because this 
would allow a user to search email database without having software installed on the 
personal computer, and in fact this would allow for smaller hard drive space use. 

i ---r--fV ii P 

Look For: p— 

Search In: (^^SBBBBBH Z3 

Search the From, To and Subject fields only, (quicker) 
Search entire message 



12. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chappelle (US Patent 5949976) in the view of Medoff (US Publication 2003/0088517). 
Chappelle teaches all the limitations disclosed in claim 20, but he does not teach that 
the apparatus is operable to send the user access details to enable the user to access 
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the compilation stored on the webserver. Medoff teaches a system wherein the 
password is sent out to the user so that this person can access the information 
(paragraph 7) saved on the webserver. It would obvious to one of the ordinary skill in 
the art during the time the invention was made to use the password to allow specific 
users to access the compilation as taught by Medoff and incorporate it in Chappelle's 
access system because it would allow to control who is authorized to see the 
compilation for instance only family and friends. 

13. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chappelle (US Patent 5949976) and Kawell, JR. et al (US Publication 2005/0165726) 
and further in the view of Rios et al (US Publication 2002/0194162). Chappelle and 
Kawell teach all the limitations disclosed in claim 37, they do not teach however the 
compilation means being operable to remove duplicated content from messages for 
inclusion in the subset. Rios teaches a method and system for expanding search criteria 
capable of removing duplicated data from the messages (paragraph 57). It would have 
been obvious to one of the ordinary skill in the art during the time the invention was 
made to incorporate Rios's teaching about removing duplicated items into the 
combination of Chappelle's and Kawell's conversion program because the duplication is 
burdensome and it requires a user to review each retrieved result, and this in fact 
requires more storage space. 

14. Claims 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chappelle (US Patent 5949976) and Kawell. JR. et al (US Publication 2005/0165726) 
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and further in the view of Rios et at (US Publication 2002/0194162), and further in the 
view of Gruen et al (US Publication 2005/0057584). 

As to claim 39,_Chappelle, Kawell and Rios teach all the limitations disclosed in 
claim 38, however non of them teaches generating a compilation including the step of 
opening attachments and incorporating opened attachments in the scrapbook 
document. Gruen teaches the electronic mail interaction wherein the compilation (meta 
data) may include attachments (paragraph 51). Since the Guren's meta data should 
show the summery of the electronic messages it would have been obvious to have 
opened attachment along with the text because just an attachment name would not be 
very informative for the user and it would take an additional time to opened up and 
therefore it would be inefficient. Furthermore it would have been obvious to one of the 
ordinary skill in the art during the time the invention was made to incorporate Gruen's 
teaching about including attachment within the compilation, into the invention as 
disclosed inn claim 38, because some of the important information might be contained 
in the attachment for instance word document containing important facts. Placing the 
opened attachment in the compilation would be more convenient for the user because 
all the information would be in one document. 

As to claim 40, Chappelle teaches the method wherein the result set includes 
messages sent by plurality of people (column 3, lines 7-9; since there is at least one 
production computer, there will be multiple numbers of emails, i.e. plurality of people 
(the users of those computers). 
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As to claim 41 , Chappelle teaches the method wherein the result set includes 
messages sent by the user (column 3, lines 7-9, wherein the person operating the 
remote computer from which the data is collected via the email, is a user of this 
computer). 



1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela M. Lie whose telephone number is 571-272- 
8445. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on 571-272-1834. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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